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Introduction

Forms of intellectual property protection

There are a variety of intellectual property (IP) protection mechanisms available in 
Malaysia, and the Intellectual Property Corporation of Malaysia (MyIPO) is the government 
agency under the Ministry of Domestic Trade and Cost of Living (KPDN) responsible for 
administering IP registration.

Patents

The Patents Act 1983 (PA 1983) and the Patents Regulations 1986 (PR 1986) govern 
patent protection in Malaysia. Under the PA 1983, an invention can be patented if it is new, 
involves an inventive step and is capable of industrial application.[1] An invention is dexned 
as an idea of an inventor which permits in practice the solution to a specixc problem in 
the xeld of technology and may be or may relate to a product or process.[2] The owner of 
a patent has the e2clusive rights to e2ploit the patented invention, assign or transmit the 
patent and license the patent. The PA 1983 stipulates that the duration of protection is 0G 
years from the date of xling of an application. ’uidance on the patent application process 
is available on MyIPOqs okcial website.[3] Upon e2piry of the patent, the protected invention 
enters the public domain.

Utility innovations

Utility innovations (UI), the Malaysian e+uivalent to a utility model, can be protected if it is 
both new and capable of industrial application.[4] UI are also governed by the PA 1983 and 
the PR 1986. Only a single claim is allowed in a UI application and generally the e2amination 
process is +uic5er than that of a patent application. A UI is valid for 1G years from the 
date of xling of an application and before the 1G years e2pire, the owner may apply for an 
e2tension for two consecutive terms of xve years each. This ma5es the total duration of 
protection for a UI potentially 0G years from the xling date (1G j - j -).[5]

Trademar5s

Trademar5s are governed by the Trademar5s Act 0G19 (TMA 0G19) and the Trademar5s 
Regulations 0G19 (TMR 0G19). A trademar5 must consist of a sign capable of being 
represented graphically which is capable of distinguishing the goods or services of one 
underta5ing from those of another. Registration grants protection for a period of 1G 
years, with the option to renew indexnitely[6] subWect to payment of the prescribed fee. 
Registration alone is not sukcient and there is a re+uirement under the TMA 0G19 to 
use the mar5, as it may become vulnerable to cancellation for non7use. 4ith Malaysiaqs 
accession to the Protocol Relating to the Madrid Agreement Concerning the International 
Registration of Mar5s (Madrid Protocol), it is now more convenient and cost7effective for 
trademar5 applicants to register and manage their trademar5 portfolio worldwide by xling 
a single application and paying one set of fees to apply for protection in over 10G countries.
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For unregistered trademar5s, protection is available under the common law tort of passing 
off. A passing7off action provides a remedy to prevent traders from misrepresenting in 
the course of trade their goods or business as being, or being associated in some way 
with, the goods or business of another trader. Protection subsists if the claimant can show 
continuing use and subsisting goodwill.

Copyright

Copyright subsists the moment the wor5 is reduced to material forms and is original. There 
is no re+uirement under the Copyright Act 198V (CA 198V) for registration, but the copyright 
owner may akrm a statutory declaration (under section B0) as prima facie evidence or 
formally notify and deposit a copy of the wor5 with MyIPO by way of a Copyright “oluntary 
Notixcation. The duration of protection for copyright is the life of the author plus -G years. 
As Malaysia is a member of the ”erne Convention on the Protection of Literary and Artistic 
4or5s (”erne Convention),[7] a wor5 that originates in any one of the member countries will 
be afforded the same level of protection in all other member countries as that one country 
grants to wor5s of its own nationals.

Industrial design

Industrial designs protect the shape, conxguration, pattern or ornamentation applied to 
an article by any industrial process or means. Registration is re+uired to be afforded 
protection, and the design must be new and not contrary to public order or morality. A 
design is considered /new; if it is not disclosed to the public anywhere in Malaysia or 
elsewhere or not the subWect matter of another application for registration in Malaysia 
having an earlier priority date by a different applicant. An e2ception to disclosure is the 
67month grace period offered where designs appear in okcial or okcially recognised 
e2hibitions. Protection can last up to 0- years from the xling date of the application. The 
initial duration of protection is xve years and can be renewed four times for xve7year 
periods. As Malaysia is a signatory to the Paris Convention, an applicant may claim 
priority based on an earlier foreign application in another Paris Convention country if the 
application in Malaysia is xled within si2 months from the date of the foreign application.

Trade secrets

Trade secrets and conxdential information can be protected by the common law tort 
of breach of conxdential information and by contract. Information can be protected as 
conxdential if the information is not in the public domain, the type of information has 
the +uality of being conxdential and the information was disclosed by the disclosing 
party to the receiving party in circumstances e2pressly or implicitly imposing a duty of 
conxdence on the recipient of the information. There is no separate recognition of trade 
secrets, but trade secrets can be protected if they meet the conditions for conxdentiality. 
Certain relationships can also give rise to legal obligations to protect and"or not misuse 
trade secrets and conxdential informationz for e2ample, in the conte2t of certain xduciary 
relationships. There is no system of registration for conxdential information. Protection 
lasts as long as the information does not lose its +uality of conxdence.

’eographical indication
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The law governing geographical indications is contained in the ’eographical Indications 
Act 0G00 (’IA 0G00) and the ’eographical Indications Regulations 0G00 (’IR 0G00). 
:’eographical Indication: (’I) refers to a sign that may include one or more words 
identifying goods as originating from a specixc country or region, or a particular area or 
locality within that country or region, where a +uality, reputation or other characteristic of 
the goods is essentially lin5ed to its geographical origin. ’I are afforded protection for 1G 
years from the date of xling and may be renewed indexnitely every 1G years subWect to 
payment of renewal fees.[8] The okcial ’I logo is used to mar5 products that have been 
recognised as possessing specixc +ualities, reputation or characteristics lin5ed to their 
geographical origin.

International treaties

Malaysia is a member of the 4orld Intellectual Property OrganiYation (4IPO) and a 
signatory to among others, the Paris Convention for the Protection of Industrial Property, 
the ”erne Convention and the Madrid Protocol. Malaysia is also a signatory to the 
Agreement on Trade7Related Aspects of Intellectual Property (TRIPS) signed under the 
auspices of the 4orld Trade Organisation (4TO). Malaysiaqs accession to the Patent 
Cooperation Treaty (PCT)[9] provides applicants with an avenue for xling of international 
patent applications in multiple member countries and simplixes entry into Malaysia for 
foreign PCT applicants. Malaysiaqs commitment to the global IP system and adherence 
to international IP treaties is further reJected in its accession to the ”udapest Treaty on 
the International Recognition of the Deposit of Microorganisms for the Purposes of Patent 
Procedure (”udapest Treaty)[10] in 0G00, which simplixes patent procedure for inventions 
involving microorganisms by allowing a single deposit at an International Depository 
Authority (IDA). In addition, Malaysiaqs accession to the Marra5esh Treaty to Facilitate 
Access to Published 4or5s for Persons 4ho Are ”lind, “isually Impaired or Otherwise 
Print Disabled (Marra5esh Treaty)[11] in the same year provides an e2ception to copyright 
protection that will allow persons who are blind, visually impaired or print disabled to have 
access to printed materials in accessible formats.

Year in review

Post7grant patent opposition

One of the most signixcant recent developments in Malaysia in 0G0- is the coming 
into force of specixc provisions of the patent opposition procedure under the Patents 
(Amendment) ”ill 0G00 (/Amendment Act;). 4hilst the Amendment Act came into force 
in 0G00, several of its provisions were deferred and on 6 October 0G0-, KPDN designated 
31 December 0G0- as the date for the entry into force of the remaining provisions through 
a notice in the ’overnment ’aYette.

Under  the  Amendment  Act,  interested  persons  can  bring  post7grant  opposition 
proceedings by xling a notice of opposition, accompanied by a statement setting out the 
grounds of opposition and the evidence in support, with the Registrar of Patent within si2 
months from the date of publication of the grant of the patent.
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The grounds for post7grant opposition are limited to the following grounds under section 
--A of the Amendment Act–

1. the subWect of the patent is not an invention or is e2cluded from protectionz

0. the subWect of the patent is not novel, not inventive and"or not industrially applicablez

3. the description or the claims do not comply with the re+uirements of the Patent 
Regulationsz and

B. drawings necessary for the understanding of the claimed invention have not been 
supplied.

In  addition  to  the  Amendment  Act,  the  Patents  (Amendment)  Regulations  0G0- 
(Amendment Regulations)[12] came into effect on 31 December 0G0-. The Amendment 
Regulations are intended to clarify certain administrative matters, introduce patent 
opposition procedures and related fees.

The post7grant opposition procedure includes (Regulations B3A to B3U, Amendment 
Regulations)–

1. the xling of a counter statement and"or re+uests for amendment of the patent by 
the patent ownerz

0. the xling of a statutory declaration with evidence in reply and"or response to re+uest 
to amend by the interested personz

3. the xling of further evidence by either party, subWect to leave of the Registrarz

B. the xling of written submissionsz

-. the formation of an ad hoc opposition committee to give recommendations to the 
Registrarz

6. the Registrar ma5ing a decision at the end of the opposition proceedings.

Opposition proceedings can only be commenced if the interested person has not started 
invalidation proceedings or any other court proceedings in relation to the relevant patent. 
4hen opposition proceedings before the Registrar are pending, the interested person 
must not institute any court proceedings against the patent owner for invalidation unless 
both parties to the opposition proceedings agree for the invalidation proceedings to be 
instituted or if the interested person is a defendant in infringement proceedings.

Online xling for Copyright “oluntary Notixcation (C“N)

Effective from 0 December 0G0-,[13] MyIPO announced that all applications for the C“N 
may be accessed and xled online through MyIPOqs okcial system. The last day of operation 
of the Copyright to Hou (CR0U) Counter at MyIPO was on 31 December 0G0- and effective 
0 Xanuary 0G06, this service was discontinued to encourage full utilisation of the online 
xling platform.

Collective Management Organisation guidelines
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In April 0G0-, KPDN launched the ’uidelines of Copyright (Collective Management 
Organisation) 0G0-,[14] empowering MyIPO to monitor royalty collections and distributions. 
These guidelines were scheduled to come into force on 16 Xanuary 0G06 but have now 
been stayed pending Wudicial review.

First ’I case in Malaysia

In September 0G0-, and for the xrst time in Malaysian history, a company and its director 
were charged in the Xohor ”ahru Sessions Court under the ’IA 0G00 for applying a ’I /KK 
Tanom Coffee; on 1,368 pac5ets of coffee which indirectly refer to a registered ’I, /Tenom 
Cofee;, without the approval of the proprietor of the registered ’I. This case mar5s the xrst 
prosecution under the ’IA 0G00 since it came into force on 18 March 0G00.

Obtaining protection

Obtaining protection for various IP rights

Patents

An applicant should start by conducting a patent search to assess the state of the art, 
identify potential prior art and determine claim drafting strategy. Note, however, that these 
searches are indicative and not determinative of patentability. The ne2t stage would be 
drafting the patent specixcation, which includes among others, the description of the 
patent, claims, abstract and drawings (where re+uired). If protection is re+uired in multiple 
countries, the applicant should identify countries of interest (for PCT xling or national 
phase xling). A PCT application will designate all maWor countries including Malaysia when 
it is xled. Only a national or resident of Malaysia can xle a PCT application with MyIPO. 
If the xrst application is xled via PCT and the applicant and"or inventor(s) is a resident 
of Malaysia, written authorisation will need to obtained under Section 03A of the PA 
1983 from the Malaysian Patent Registrar before the PCT application can be xled. For a 
direct route patent application, irrespective whether the novelty or inventive step or the 
commercial viability has been determined, the foreign applications will need to be xled by 
the 107month period (or the relevant grace period of the respective country).

Not all inventions are patentable. Section 13 of the PA 1983 provides that the following 
shall not be patentable, save for products used in any such methods–

1. discoveries, scientixc theories and mathematical methodsz

0. plant or animal varieties or essentially biological processes for the production of 
plants or animals, other than man7made living micro7organisms, microbiological 
processes and the products of such micro7biological processesz

3. schemes, rules or methods for doing business, performing purely mental acts or 
playing gamesz and

B.
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methods for the treatment of human or animal body by surgery or therapy, and 
diagnostic methods practised on the human or animal body.

’enetic material Z notably isolated DNA se+uences, whether natural or mutated

4hile the PA 1983 does not e2pressly refer to DNA, patentability is assessed under general 
principles of /invention;, novelty, inventive step, industrial applicability and e2clusions. 
The Patent E2amination ’uidelines 0G03[15] provide that a mere discovery of a previously 
unrecognised substance is not patentable, inferring that patent protection is afforded to 
inventions and not mere discoveries.

’enetically altered material may be patentable in Malaysia under the PA 1983 if it is 
artixcially created or modixed, involves human intervention and the resulting application of 
technology in controlling or modifying the genes does not happen naturally. The applicant 
must clearly identify and disclose the function or practical application of the isolated or 
modixed genetic se+uence.

Methods of production in cells, plants and animals

Plant or animal varieties or essentially biological processes for the production of 
cells, plants or animals, other than man7made living micro7organisms, micro7biological 
processes and the products of such micro7biological processes are not patentable.[16]

Nevertheless, a sui generis system of protection, Malaysiaqs Protection of New Plant 
“arieties Act 0GGB (PNP“ 0GGB) is in line with the Convention on ”iological Diversity and 
is modelled on the International Convention for the Protection of New Plant “arieties. 
Malaysia has created a sui generis system to protect plant varieties under the. A plant 
variety is registrable if it is new, distinct, uniform and stable.[17] If a plant variety is bred, 
or discovered and developed by a farmer, local community or indigenous people, the plant 
variety may be registered as a new plant variety.

”usiness methods

”usiness methods are e2cluded from patentability under section 13 of the PA 1983. 
”usiness methods may be patentable only if claimed as part of a technical solution 
(eg, a computer7implemented system solving a technical problem). ”usiness methods 
cover subWect matter or activities which are of a xnancial, commercial, administrative or 
organisational nature and fall within the scope of schemes, rules and methods for doing 
business.

Computer software

Copyright is recognised as the main form of protection for IP rights of the owner for 
computer programs and software. Computer software, including the source codes and 
obWect codes, are protected as a form of literary wor5 under the CA 198V. Copyright of 
computer software only subsists if the software complies with the conditions laid down in 
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the CA 198Vz namely, that the wor5 is original and that the author is a +ualixed person or 
the wor5 is made in Malaysia or xrst published in Malaysia.

A computer program by itself is not patentable.[18] 'owever, if the claimed invention ma5es 
a technical contribution to the prior art, it should not be refused simply because it uses 
software. For e2ample, it may be possible to obtain a patent for a computer program if the 
invention, when running on a device, is proven to be more than Wust an abstract idea as it 
ma5es a technical contribution beyond using a computer to gather and analyse data.

Methods for treating patients, both with drugs and medical procedures

Methods for the treatment of patients, whether they involve drugs and medical procedures 
are generally not patentable under the PA 1983.[19] 'owever, products used in treatment 
may be patentable. Further, a claim in the form :Use of a composition [ for the manufacture 
of a medicament for therapeutic application ]: is allowable for either a xrst or :subse+uent: 
such application, if this application is new and inventive.

Trademar5s

The 5ey stages of an application for trademar5 registration include submission of a 
trademar5 application, where MyIPO xrst conducts a formality chec5 for compliance with 
statutory re+uirements. An applicant has 10 months to respond to any non7compliance, 
failing which the application must be refused. After passing the formality chec5, the 
Registrar conducts a substantive e2amination during which a search is conducted on prior 
mar5s and the trademar5 is substantively e2amined for registrability. If the application 
does not fulxl registrability re+uirements, the Registrar must issue a written notice 
informing the applicant of the grounds of provisional refusal. The applicant can respond 
to the provisional refusal within the period specixed in the written notice, failing which 
the application is deemed withdrawn. If the Registrar maintains its obWections against 
registration of the mar5 and refuses to register the mar5, the applicant can xle an appeal to 
the 'igh Court of Malaysia against the total provisional refusal within one month from the 
date the Registrar‑s written grounds of decision of the total provisional refusal are issued 
to the applicant. If the application passes the substantive e2amination, the trademar5 is 
accepted and published in the Federal ’aYette.

Madrid Protocol

4ith Malaysiaqs accession to the Madrid Protocol in December 0G19, applicants can 
register and manage trademar5s worldwide by xling a single application and paying one 
set of fees. The Madrid system, administered by 4IPO, is a convenient and cost7effective 
solution. Under Regulation 61 of the TMR 0G19, any application for an international 
trademar5 registration shall be xled with the International ”ureau through the intermediary 
of the Trademar5 Registrar accompanied by payment of the prescribed fee. The application 
shall only be made by a citiYen of Malaysia, a body or corporation incorporated or 
constituted under the law of Malaysia, a person domiciled in Malaysia, or a person who 
has a real and effective industrial or commercial establishment in Malaysia.

Copyright
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Registration is not re+uired for copyright protection to subsist. 'owever, there is a 
procedure for voluntary notixcation with MyIPO. Although notixcation is not a re+uirement 
to obtain copyright protection in Malaysia, a voluntary copyright notixcation can serve as 
prima facie evidence of copyright. Alternatively, an author may choose to have a Statutory 
Declaration prepared and signed for each piece or collection of wor5.

Industrial design

An applicant should start by conducting an industrial design search on the MyIPO register. 
Note, however, that these searches are indicative and not determinative of industrial 
design registrability. Thereafter, the applicant should prepare relevant information and 
documentation such as the following before xling the industrial design application with 
MyIPO–

1. representations of the article in all the different views showing the 5ey features of 
the designz

0. a description of each view should be providedz

3. names and addresses of all the authors of the designz

B. statement indicating where the novelty in the industrial design residesz and

-. provide a signed copy of the ID Form 1G (appointment of agent form), to be signed 
by an authorised signatory.

On submission of an industrial design application, MyIPO xrst conducts a formality 
e2amination for compliance with statutory re+uirements. If there are any issues re+uiring 
clarixcation or obWections, MyIPO will issue a letter (5nown as Okce Action). An applicant 
has three months to respond to the Okce Action, failing which the application is deemed 
abandoned. If the application passes the formality e2amination, the industrial design is 
accepted, MyIPO issues a certixcate of registration and publishes the design in the Okcial 
Xournal.

Implications on patents, trademar5s and copyrights on the use of AI

Patents

Under the PA 1983, any person may ma5e an application for a patent either alone or Wointly 
with another.[20] Regulation 6 of the PR 1986 re+uires for name and address of the inventor 
to be submitted during the application. From these statutory provisions, an inventor must 
be a natural person. Even if AI is used as a tool, inventorship must be attributed to the 
human who devised the inventive concept or e2ercised creative control. There has not been 
any authority in Malaysia where an AI system has been recognised as an inventor.

Trademar5s
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Trademar5 registration for any AI7generated sign follows the same principles as traditional 
trademar5s. For registrability, any AI7generated sign must still meet the criteria for 
distinctiveness and must not be confusingly similar to e2isting trademar5s.

Copyright

Section 1G of the CA 198V provides that copyright protection subsists only if the author 
of the wor5 is a /+ualixed person; who is either a citiYen or permanent resident of 
Malaysia, or a non7human entity such as a body corporate that is established in Malaysia 
and constituted or vested with legal personality under Malaysian law.[21] The duration 
of copyright protection incorporates the terms :life of the author:, :death: and :personal 
representative:. This indicates that the current legal framewor5 only applies to the natural 
person[22] and does not e2tend to any AI system.

Industrial design

Section 3(1) of the IDA 1996 dexnes /author; as the person who creates the design. This 
indicates that the current legal framewor5 only applies to the natural person and does not 
e2tend to any AI system.

Enforcement of rights

Possible venues for enforcement or revocation

Xudicial route

There is a specialised IP court that may hear all IP7related disputes xled in that court. 
'owever, outside of Kuala Lumpur, any 'igh Court in Malaysia has Wurisdiction to try an IP 
dispute. A dissatisxed party can appeal to the Court of Appeal. Leave must be xrst obtained 
from the Federal Court for a further appeal to the Federal Court (the highest court). Final 
appeals are limited to +uestions of law.

Criminal enforcement

The Enforcement Division of KPDN handles criminal enforcement through raids, searches 
and seiYures of infringing goods. Aggrieved trademar5 and copyright owners can lodge 
complaints to KPDN, and the okcers are empowered under the TMA 0G19 (Part [“I) 
and the CA 198V (Part “II) to investigate and initiate enforcement action against acts 
of infringement. To do this, the brand owner must lodge an okcial complaint to KPDN 
to commence an investigation. The okcial complaint will need to include sukcient 
evidence such as full details of the brand ownerqs IP rights, details of the infringing act(s), 
surveillance report and the relevant authorisations by the brand owner to the authorised 
representative.
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If satisxed with the documents submitted and the information provided, KPDN will 
e2ercise its search and seiYure powers by conducting an enforcement raid. KPDN would 
often re+uire the brand owner or the authorised representative to be present during the 
enforcement raid as following the raid, the brand owner or the authorised representative 
would be re+uired to furnish a statement and to submit a verixcation report to KPDN.

MyIPO

The Registrar has powers under the TMA 0G19 to revo5e a trademar5 registration under 
certain conditions (eg, within 10 months of registration for administrative errors).

Asian International Arbitration Centre (AIAC)

Disputes involving country7code top7level domains (ccTLDs) with the :.my: domain 
e2tension can be resolved by administrative domain name dispute resolution proceedings 
under the Malaysian Networ5 Information Centre (MHNIC)‑s[23] Domain Name Dispute 
Resolution Policy (MHDRP).[24] A MHDRP complaint can be xled with the AIAC in Kuala 
Lumpur,  but  remedies are limited to the transfer  or  deletion of  the domain name 
registration.

Selection considerations and limitations

For certain IP (patent and industrial design infringements), criminal enforcement is not 
available. Some criminal charges for copyright offences can be tried in the lower courts, 
such as the Sessions Courts.

The Wudicial route via the 'igh Court is ideal for comple2 infringement or validity disputes 
or cases where immediate inWunctive relief or xnancial compensation is a priority.

Trade secrets and conxdential information can be protected by the common law tort 
of breach of conxdential information and by contract. An action for unauthorised use 
of conxdential information is heard by civil courts and is usually initiated in the 'igh 
Court with Wurisdiction to hear civil claims where the amount in dispute e2ceeds 1 million 
Malaysian ringgit. Actions claiming inWunctions, as is commonly the case for breaches of 
conxdential information, are also usually brought in the 'igh Court, although the lower 
Sessions Courts can also order inWunctions.

If the amount in dispute does not e2ceed 1GG,GGG or 1 million Malaysian ringgit, the 
matter can be heard in the Magistrates‑ Court and Sessions Court, respectively. There is no 
fast7trac5 procedure. There is a small7claims procedure in the Magistrates‑ Court for claims 
below -,GGG Malaysian ringgit, in which parties cannot be legally represented unless the 
party is a corporation. 'owever, the Magistrates‑ Court does not have the power to grant 
inWunctive relief.

Litigation process

Re+uirements for Wurisdiction and venue
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The Courts of Xudicature Act 196B[25] provides that the 'igh Court shall have Wurisdiction 
to try all civil proceedings where–

1. the cause of action arosez

0. the defendant or one of several defendants resides or has their place of businessz

3. facts on which proceedings are based e2ist or alleged to have occurredz or

B. any land, the ownership of which is disputed is situated within the local Wurisdiction 
of the court and where all parties consent in writing within the local Wurisdiction of 
the other 'igh Court.

The Wurisdiction of the specialist IP Court in Kuala Lumpur is not conxned to matters 
originating in Kuala Lumpur. In the case of R Ramani a/l M Ramalingam v Deluxe Exclusive 
Lounge Sdn Bhd the IP 'igh Court in Kuala Lumpur declined to transfer an action for 
copyright infringement to the 'igh Court in Xohor ”ahru despite arguments that the cause 
of action arose in Xohor ”ahru.

Obtaining relevant evidence of infringement and discovery

Under the Rules of Court 0G10 (ROC 0G10)[26] a party may xle an application for discovery 
re+uiring any party to a cause or matter to give discovery by ma5ing and serving on any 
other party a list of documents which are or have been in his possession, custody or power 
and may at the same time or subse+uently also order him to ma5e and xle an akdavit 
verifying such a list and to serve a copy thereof on the other party. Although discovery is 
available at any stage, this type of application is typically made after the close of pleadings 
but before the start of trial.

The court may also order pre7action discovery[27] to enable a prospective plaintiff in 
determining whether there is a viable cause of action against a potential defendant. 
Obtaining such pre7action disclosure can yield crucial information at the earliest possible 
time which can save costs, enable any subse+uent claim to be pleaded more precisely, 
narrow the issues in dispute between the parties, and encourage early settlement.[28] The 
applicant is re+uired to prove that the documents sought are necessary to identify the 
proper parties or to determine whether a cause of action e2ists, and that the documents 
sought are li5ely in the possession, custody or power of the other party.

A party may apply for leave of court to serve interrogatories[29] on the opposing party, which 
consists of a series of written +uestions. In assessing whether to grant leave, the court 
will consider if such interrogatories are necessary either for disposing the cause or matter 
fairly, for saving costs and whether any offer has been made by the party to be interrogated 
to give particulars or to ma5e admissions or to produce documents relating to any matter 
in +uestion.

In situations where there is a ris5 where evidence may be removed or destroyed, an 
application can be made for an Anton Pillar order. This order permits the applicant to enter 
the defendantqs premises in the presence of supervising solicitors to inspect and ta5e 
into custody any documents, articles or devices that are specixed in the order. There is a 
re+uirement for the plaintiff to provide underta5ings and ensure safeguards are in place.7
[30]
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Preliminary inWunctions

A plaintiff may apply for an interim or interlocutory inWunction to stop the infringing party 
from continuing with the infringing acts. In a case of urgency, the application can be made 
ex-parte and with a certixcate of urgency. An ex parte application re+uires the applicant to 
provide full and fran5 disclosure of all material facts may inJuence the courtqs decision to 
grant or dismiss the inWunction. In determining whether to grant an interim inWunction, the 
court will consider the following principles enunciated in the case of Keet Gerald Francis 
Noel John v Mohd Noor Bin Abdullah & Ors (which adopts the test in American Cyanamid 
Co v Ethicon Ltd @19V-S AC 396)–

1. whether there are bona xde serious issues to be triedz

0. whether damages would not be an ade+uate remedy if the applicant succeeds at 
trialz and

3. whether the balance of convenience lies in granting the inWunction sought.

If there is a ris5 of dissipation of assets, a plaintiff may apply for a Mareva inWunction. 
In deciding whether to grant the Mareva inWunction, the court will consider the following 
factors–[31]

1. whether the plaintiff has a good arguable casez

0. whether the defendant has assets within the Wurisdictionz

3. whether there is a ris5 of dissipation of the assetsz and

B. whether the balance of convenience lies in favour of granting the Mareva inWunction.

Trial decision7ma5er

There is no Wury system in Malaysia. A case originating at the 'igh Court shall be presided 
by a single Wudge.[32] In the Court of Appeal, appeals are usually heard before a panel of 
three Wudges. In the Federal Court, an application for leave is usually heard before a panel 
of three Federal Court Wudges, whereas a substantive appeal is often heard by a panel of 
xve Wudges.[33]

Structure of the trial

An action is commenced either by xling a writ and statement of claim, or for cases that 
concern only matters of law and are unli5ely to have a substantial dispute of fact, by xling 
an originating summons.[34]

If the action is initiated by way of writ, the endorsed writ and statement of claim are to be 
served on the defendant. Thereafter, the defendant is re+uired to enter appearance and xle 
and serve their defence, and counterclaim, if any. The plaintiff may xle and serve the reply 
to defence, and defence to counterclaim, if any. Parties are then re+uired to attend pre7trial 
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case managements and comply with pretrial directions, which include the e2change and 
xling of documents and witness statements for trial.

For actions commenced by way of originating summons, pleadings are by way of akdavits 
e2changes and instead of a trial, parties may be re+uired to xle written submissions, and 
a hearing will be x2ed before the court.

Infringements

Patents

A claim for infringement can be brought against the performance of any of the patent 
ownerqs e2clusive rights without consent or authorisation. These acts include, where 
the patent relates to a product, ma5ing, importing, offering for sale, selling or using the 
patented productz or stoc5ing the product for the purposes of offering for sale, selling or 
using the product and where the patent relates to a process, using the patented processz 
or performing any of the acts relating to e2ploitation of a patented product in respect of 
a product obtained directly by means of the patented process. Infringement proceedings 
must be initiated by the patent owner within xve years of the act(s) of infringement.

The Malaysian courts construe the scope of a patent claim using a purposive approach as 
established by Catnic Components Ltd & Anor v Hill & Smith Ltd @1980S RPC 183 ('L), as5ing 
what a person s5illed in the art would understand the patentee to mean by the words of the 
claim. This approach was akrmed by the Federal Court (ape2 court of Malaysia) in Spind 
Malaysia Sdn Bhd v Justrade Marketing Sdn Bhd & Anor @0G18S B MLX 3B at paragraph @103S.

Trademar5

Infringement actions under the TMA 0G19 are only available for registered trademar5s. A 
trademar5 infringement action can be initiated when a person, without the consent of the 
registered proprietor, uses a sign in the course of trade that is identical with the registered 
trademar5 in relation to identical goods or services or identical with, or similar to, the 
registered trade mar5 in relation to identical or similar goods or services, resulting in a 
li5elihood of confusion.

4hen assessing infringement, courts consider various factors, including a comparison of 
both mar5s as a whole, the aural, visual and conceptual similarities between the mar5s, 
the price of the goods or services and the manner of their sale, consumers‑ imperfect 
recollection, evidence of mar5et confusion and all relevant circumstances related to the 
trade.

Copyright

Copyright is infringed where there is reproduction of the whole or a substantial part of the 
wor5 or when a person who, not being the owner of the copyright, and without licence from 
the owner, does or authorises an act that is controlled by the CA 198V.[35]

Industrial designs
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An industrial design infringement action can be initiated against anyone who, without the 
licence or consent of the owner of the industrial design applies the registered industrial 
design or any fraudulent or obvious imitation of it to any article for which the industrial 
design is registered. This action can also be brought against anyone who imports any 
article to which the industrial design or any fraudulent or obvious imitation of it is applied 
into Malaysia for sale or for use in trade or business. Additionally, an industrial design 
infringement action can be initiated against anyone who sells, offers or 5eeps for sale, hire, 
or offers or 5eep for hire any infringing articles.

Defences

Patent

Possible defences include non7infringement due to the alleged infringing product or 
process falling outside the scope of the patent claims, as well as non7infringement 
based on statutory e2ceptions where the acts are performed solely for scientixc research, 
reasonably relate to obtaining regulatory mar5eting approval for drugs, pertain to products 
produced by or with the consent of the patent owner or its licensee, where the patenteeqs 
rights have been e2hausted (including for patents granted outside Malaysia for the same or 
essentially the same invention) or involve the use of the patented invention in or on foreign 
vessels, aircraft, spacecraft or land vehicles that are temporarily in Malaysia. Additionally, 
non7infringement may be claimed if the patent is invalid or has e2pired.

Trademar5

Possible defences to a trademar5 infringement action include the argument that there was 
no infringement because the competing trademar5s are not similar, or that the trademar5 
asserted was invalid. Additionally, the defence that the act may not constitute trademar5 
infringement under section -- of the TMA 0G19 for several reasons. For e2ample, one 
might argue the use was in good faith of a person‑s own name or the name of their place of 
business. Another defence could be the good faith use to indicate the 5ind, +uality, +uantity, 
intended purposes, value, geographical origin, time of production or rendering or other 
characteristics of the goods or services. Moreover, prior use of an unregistered trademar5 
that is identical with or similar to a registered trademar5 in relation to identical or similar 
goods or services may arguably be accepted as a valid defence, provided that this use has 
been continuous from a time before the date of registration of the registered trademar5 
or the date of xrst use of the registered trademar5, whichever is earlier. Furthermore, the 
use of a registered trademar5 for non7commercial purposes, or the use of a registered 
trademar5 to which the registered proprietor or licensee has at any time e2pressly or 
impliedly consented, could also serve as valid defences.

Copyright

Possible defences against copyright infringement include the argument that the wor5 
or a substantial part of it has not been reproduced, or that the alleged infringing wor5 
was independently created. Additionally, various e2ceptions to copyright under the CA 
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198V may apply. These e2ceptions include acts of fair dealing for purposes such as 
research, private study, criticism, review, or reporting of news or current events, provided 
there is an ac5nowledgement of title and authorship (e2cept for reporting by means of 
sound recording, xlm or broadcast). Other defences include acts of parody, pastiche or 
caricaturez the inclusion of artistic wor5s permanently situated in public view within a xlm 
or broadcastz incidental inclusion of a wor5 in various artistic mediumsz and inclusion of a 
wor5 in broadcasts or performances for teaching purposes, compatible with fair practice, 
with proper source ac5nowledgement. Moreover, ma5ing a xlm or sound recording of a 
broadcast for private use, creating and distributing copies of wor5s formatted for visually 
or hearing7impaired individuals by non7proxt organisations, and the use of wor5s in Wudicial 
proceedings or governmental in+uiries are additional defences. Lastly, reproduction by the 
press or broadcasting of articles in newspapers or periodicals on current topics, when not 
e2pressly reserved and with clear source indication, also constitutes a valid defence.

Industrial designs

Possible defences for industrial design infringement typically include the argument of 
non7infringement, where it can be demonstrated that the alleged infringing article is neither 
a fraudulent nor an obvious imitation of the registered industrial design. Another defence 
may be based on invalidity, asserting that the registered industrial design is not new or 
lac5s the capability of protection. Additionally, a defence may be raised on the grounds 
that the action is time7barred if it was instituted more than xve years after the alleged acts 
of infringement.

Time to xrst7level decision

Depending on the comple2ity of the matter including type of issues, number of witnesses 
and documents as well as the number of interlocutory applications involves, the time to 
xrst7level ('igh Court) decision for a writ action is typically between 10 to 18 months. For 
an action commenced by way of originating summons, the time to xrst7level decision is 
typically between si2 to nine months.

Remedies

Final remedies may include inWunctive relief and monetary remedies which may include 
an  account  of  proxts,  assessment  of  damages,  aggravated  damages,  e2emplary 
damages, punitive and statutory damages (for copyright infringement), delivery up and"or 
destruction of the infringing goods.

Appellate review

A defeated party may appeal to the Court of Appeal on both +uestions of law or facts.[36] 
Any further appeal to the ape2 court, the Federal Court, is subWect to leave being obtained 
and such appeal is conxned to +uestions of law.[37]

Alternates to litigation
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Alternatives to litigation include mediation, negotiation and arbitration (subWect to a valid 
arbitration agreement between the disputing parties).

Special considerations

In the conte2t of the general IP framewor5 in Malaysia, several local considerations 
are noteworthy. To date, there have been no reported cases in which Malaysian courts 
have recognised AI as an inventor or author of any invention or wor5. The current legal 
framewor5 indicates that only natural persons can be named as inventors or authors, 
raising +uestions about the legal status of AI7generated innovations.

The intersection of AI and technology with IP is increasingly signixcant, particularly with 
the establishment of the National AI Okce (NAIO)[38] in Malaysia. The NAIO see5s to 
accelerate AI adoption, foster innovation and ensure ethical development of artixcial 
intelligence. It aims to enhance the countries competitiveness, drive sustainable growth 
and position Malaysia as a regional AI leader.

The collaborative efforts between MyIPO and 4IPO, formalised through a strategic 
Memorandum of Understanding in September 0G0-,[39] aim to signixcantly enhance 
Malaysia‑s innovation and patent ecosystem. This partnership prioritises increasing IP 
awareness, nurturing local talent, and facilitating the commercialisation of intellectual 
property. Key initiatives under this collaboration encompass capacity7building programs, 
wor5shops and the provision of essential resources to assist Malaysian innovators and 
entrepreneurs in successfully navigating the patent process. Ultimately, this partnership 
aspires to fortify Malaysia‑s position in the global IP landscape while fostering a vibrant 
culture of innovation that drives sustained economic growth and development.

Outlook and conclusions

The rapid  growth of  AI  has raised concerns over  intellectual  property  ownership, 
infringement ris5s and available legal defences. In response, Malaysia is preparing its xrst 
Artixcial Intelligence (AI) ”ill,[40] e2pected to be tabled by mid70G06, to regulate responsible 
AI use while balancing innovation with the protection of intellectual property rights.

As commerce increasingly moves online, intellectual property infringements have become 
more fre+uent, large7scale and cross7border. The proposed E7Commerce ”ill[41] see5s to 
address these ris5s by improving consumer protection, enhancing platform and seller 
accountability and promoting a fair and transparent digital mar5etplace.

KPDN has okcially launched the Integrated Enforcement Management System (IEMS) 
0.G[42] as of 1 February 0G06, establishing a single, centralised digital platform for all 
intellectual property (IP) enforcement7related engagements. IEMS 0.G now serves as 
the mandatory portal through which brand owners, companies and legal representatives 
must register IP assets, lodge infringement complaints and submit applications for 
enforcementTrelated programmes. 4ith its implementation, informal channels such 
as emails, letters or adThoc communication will no longer be accepted for initiating 
enforcement action.
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